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DETAILED ACTION 

1. All outstanding rejections are overcome by applicants' amendment filed 10/12/05. 

In light of the new grounds of rejection as set forth below, the following action is non- 
final. 



Information Disclosure Statement 
2. It is noted that WO 98/1 3430 has been stricken from the IDS filed 8/29/05 as redundant 
given that the reference was already cited on the IDS filed 7/19/04 



Double Patentine 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in pubHc policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed Cir 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed Cir. 1985); In re 
Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

4. Claims 1, 5-10, 12-18, 20-21, 23, and 25-26 are provisionally rejected on the ground of 



nonstatutory obviousness-type double patenting as being unpatentable over claims 1,8, 11-15, 



Application Number: 10/692,917 
Art Unit: 1714 



Page 3 



38, 42, 53, and 55-57 of copending Application No. 10/314,163 in view of Zhu et al. '933 (U.S. 
6,221,933). Although the conflicting claims are not identical, they are not patentably distinct for 
the reasons set forth below. 

Copending 10/314,163 discloses white opaque pigment ink jet ink comprising about 55 to 
about 95% organic solvent, white pigment, hydrophobic conductivity agent identical to those 
presently claimed, about 5 to about 25% binder, i.e. acidic resin, that is acrylic resin, and additive 
selected from humectant, co-solvent, co-resin, defoamer, dispersing agent, or surfactant. There is 
also disclosed a method of printing a mark on a substrate conprising directing a stream of 
droplets of the ink onto a substrate and controlling the direction of the droplets so as to form the 
mark. 

It is noted that copending claims 55-57 disclose the use of blue, yellow, and red colorant 
in addition to opaque pigment while the present claims are silent with respect to such colorant. 
However, in light of the open language of the present claims, i.e. "comprising", it is clear that 
the present claims are open to the inclusion of additional ingredients including colorant such as 
those disclosed by copending 10/314,163. 

The difference between copending 10/314,163 and the present claimed invention is the 
requirement in the claims of (a) polyamine and specific amounts of pigment and hydrophobic 
conductivity agent, (b) specific organic solvent, (c) specific acidic resin, and (d) specific 
substrate. 

With respect to difference (a), Zhu et al. '933, which is drawn to Inkjet inks, disclose the 
use of about 0.01 to about 5% polyamine such as polyethyleneimine in order to produce a 
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durable printed message that resists condensation of moisture and/or resists smearing or damage 
when exposed to ice water (col.5, lines 14-19 and col.7, lines 9-11). 

Further, it is noted that while copending 10/314,163 discloses the use of about 5 to about 
25% acrylic resin and about 55 to about 95% organic solvent, the copending claims are silent 
with respect to the amount of pigment and hydrophobic conductivity agent. 

Applicants' attention is drawn to MPEP 804 where it is disclosed that "the specification 
can always be used as a dictionary to learn the meaning of a term in a patent claim." In re 
Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, those portions of the specification 
which provide support for the patent claims may also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent , (underlining added by examiner for emphasis) In re Vogel, All 
F.2d 438,164 USPQ 619,622 (CCPA 1970). 

Consistent with the above underlined portion of the MPEP citation, attention is drawn to 
paragraphs 23 and 26 of copending 10/314,163 which discloses that pigment is utilized in 
amount of about 0. 1 to about 10% and hydrophobic conductivity agent in amount of less than 
5%. 

It is noted that the amounts of polyamine, organic solvent, acrylic resin, pigment, and 
hydrophobic conductivity agent disclosed by the copending claims in view of Zhu et al. overlap 
those presently claimed. As set forth in MPEP 2144.05, in the case where the claimed range 
"overlap or he inside ranges disclosed by the prior art", a prima facie case of obviousness exists, 
In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 
USPQ2d 1934 (Fed. Cir. 1990). 
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In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use polyamine in the ink of copending 10/3 14,163 in order to produce a durable printed 
message that resists condensation of moisture and/or resists smearing or damage when exposed 
to ice water and to use amounts of polyamine, organic solvent, acrylic resin, pigment, and 
hydrophobic conductivity agent, including those presently claimed, in order to produce ink with 
good resistance to condensation, smearing, and damage, desired drying time, desired color 
density, and good conductivity, and thereby arrive at the present claims from the copending ones. 

With respect to difference (b), copending 10/314,163 is silent with respect to specific 
types of organic solvent. 

Applicants' attention is drawn to MPEP 804 where it is disclosed that "the specification 
can always be used as a dictionary to leam the meaning of a term in a patent claim." In re 
Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, those portions of the specification 
which provide support for the patent claims may also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent , (underlining added by examiner for emphasis) In re Vogel, 422 
F.2d 438,164 USPQ 619,622 (CCPA 1970). 

Consistent with the above underlined portion of the MPEP citation, attention is drawn to 
paragraph 17 of copending 10/314,163 which discloses that the organic solvent includes ketones 
such as methyl ethyl ketone, esters, ethers, and amides. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use solvent, including that presently claimed, in order to produce ink with desired drying 
rate, and thereby arrive at the claimed invention. 
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With respect to difference (c), copending 10/314,163 is silent with respect to specific 
types of binder or acidic resin. 

Applicants' attention is drawn to MPEP 804 where it is disclosed that "the specification 
can always be used as a dictionary to learn the meaning of a term in a patent claim." In re 
Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, those portions of the specification 
which provide support for the patent claims may also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent , (underlining added by examiner for enq)hasis) In re Vogel, 422 
F.2d 438,164 USPQ 619,622 (CCPA 1970). 

Consistent with the above underlined portion of the MPEP citation, attention is drawn to 
paragraphs 27-29 of copending 10/314,163 which discloses that the binder includes acrylic resin 
possessing acid number less than 150 in order to produce ink with good adhesion that does not 
degrade. Although there is no explicit disclosure that the acrylic resin possesses carboxyl 
functionality, given that the acrylic resin possesses acid number, it is clear that the acrylic resin 
of the copending claims would inherently possess carboxyl functionality. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use acrylic resin with acid number less than 150 in the ink of copending 10/3 14,163 in 
order to produce ink with good adhesion that does not degrade, and thereby arrive at the claimed 
invention. 

With respect to difference (d), copending 10/314,163 discloses a method of printing a 
mark on a substrate, however, there is no explicit disclosure of what type of substrate is utilized. 
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Applicants' attention is drawn to MPEP 804 where it is disclosed that "the specification 
can always be used as a dictionary to learn the meaning of a term in a patent claim." In re 
Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, those portions of the specification 
which provide support for the patent claims may also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent , (underlining added by examiner for emphasis) In re Vogel, All 
F.2d 438,164 USPQ 619,622 (CCPA 1970). 

Consistent with the above imderhned portion of the MPEP citation, attention is drawn to 
paragraph 12 of copending 10/314,163 which discloses that the ink is used to print high quality 
messages on substrates including glass. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to print ink of copending 10/314,163 on substrate including glass, and thereby arrive at the 
present claims from the copending ones. 

This is a provisional obviousness-type double patenting rejection. 

5. Claims 1, 5-10, 12-18, 20-21, 23, and 25-26 are directed to an invention not patentably 
distinct from claims 1, 8, 11-15, 38, 42, 53, and 55-57 of commonly assigned 10/314,163. 
Specifically, although the conflicting claims are not identical they are not patentably distinct in 
light of the reasons set forth in paragraph 3 above. 

6. The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). 
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Commonly assigned 10/3 14,163, discussed above, would forai the basis for a rejection of the 
noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art under 
35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly owned at the time 
the invention in this application was made. In order for the examiner to resolve this issue, the 
assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show that the conflicting 
inventions were commonly owned at the time the invention in this application was made, or 
name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
appKcation was niade will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for appUcations 
pending on or after December 10, 2004. 

7, Claims 1, 5-10, 12-18, 20-21, 23, and 25-26 are provisionally rejected under 35 U.S.C. 
103(a) as being obvious over copending Application No. 10/314,163 which has a common 
inventor with the instant application. Based upon the earUer effective U.S. filing date of the 
copending application, it would constitute prior art under 35 U.S.C. 102(e) if published or 
patented. This provisional rejection under 35 U.S.C. 103(a) is based upon a presumption of 
future publication or patenting of the conflicting application. For an explanation of the rejection, 
see paragraph 3 above 

This provisional rejection might be overcome either by a showing under 37 CFR 1 . 132 
that any invention disclosed but not claimed in the copending application was derived from the 
inventor of this application and is thus not the invention "by another," or by a showing of a date 
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of invention for the instant application prior to the effective U.S. filing date of the copending 
application under 37 CFR 1.131. This rejection might also be overcome by showing that the 
copending application is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 
U.S.C. 103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Claim Rejections - 35 USC S 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

9. Claims 1-3, 5-15, 17, and 20-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zhu et al. '933 (U.S. 6,221,933) in view of Mead et al. (U.S. 5,596,027) and 
Marshall et al. (U.S. 5,275,646). 

Zhu et al. '933 disclose ink jet ink comprising up to 95%, preferably 30-80%, organic 
solvent including ketones such as methyl ethyl ketone, amides, lower alcohols such as ethanol, 
ethers, and esters, 0.01-5% polyamine such as polyethyleneimine, 1-10% pigment, 3-30% acidic 
resin having acid number of 10-250 such as acrylic resin. The acidic resin includes those known 
under the tradename Joncryl 586 and Joncryl 683 which are well known, as found in Mead et al. 
(col. 11, lines 17-19), as styrene/a-methylstyrene/acrylic acid copolymers. Further, for specific 
types of pigments, Zhu et al, '933 refers to Mead et al. which discloses the use of opaque 
pigments such as titanium dioxide and other organic pigments (col. 7, lines 8-39). Zhu et al. '933 
further disclose method of printing the ink onto substrate such as glass by ejecting the ink from 
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printer onto the substrate wherein the process comprises directing a stream of ink droplets to the 
surface and controlling the direction of the droplets so as to form a mark on the substrate (col 1, 
lines 10-12 and 17-24, col.3, lines 32-34, coL4, lines 51-65, col.5, lines 1-13 and 35, coL7, lines 
9-16, 32-33, 41, and 46-49, col.8, lines 23-25 and 41, col.9, lines 1, 45-47, and 55-60, and col 12, 
line 64-coll3, line 3). 

The difference between Zhu et al. '933 and the present claimed invention is the 
requirement in the claims of hydrophobic conductivity agent. 

Marshall et al, which is drawn to ink jet ink, disclose the use of 0.5-5% hydrophobic 
conductivity agent such as tetrabutylammonium tetrafluoroborate in order to impart sufficient 
conductivity to the ink so that ink droplets can be directed as desired from ink jet printer to 
substrate (coll, lines 19-20 and col4, lines 43-44 and 52). 

In light of the motivation for using hydrophobic conductivity agent disclosed by Marshall 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use such conductivity agent in the ink of Zhu et al. '933 in order to produce ink jet ink with 
conductivity sufficient for printing, and thereby arrive at the claimed invention. 

10. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zhu et al. '933 in 
view of Mead et al. and Marshall et al. as applied to claims 1-3, 5-15, 17, and 20-26 above, and 
further in view of Wu et al. (U.S. 2003/0144375). 

The difference between Zhu et al. '933 in view of Mead et al. and Marshall et al. and the 
present claimed invention is the requirement in the claims of Pigment Yellow 139. 
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Zhu et al. '933 disclose the use of opaque pigments including white pigment such as 
titanium dioxide. 

Wu et al., which is drawn to ink jet inks, disclose the use of Pigment Yellow 139 in order 
to produce ink with desired color. Further, Wu et al. disclose the equivalence and 
interchangeability of white pigment such as titanium dioxide, as disclosed by Zhu et al., with 
Pigment Yellow 139 as presently claimed (paragraphs 137-138). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use Pigment Yellow 139 in the ink jet ink of Zhu et al. '933 in order to produce yellow ink, 
and thereby arrive at the claimed invention. 

11. Claims 1-3, 5, 7, 12-15, 17-22, and 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hosoi et al. (U.S. 2003/0227531) in view of Marshall et al. (U.S. 5,275,646). 

Hosoi et al. disclose ink jet ink comprising water, 0.5-20% opaque pigment, i.e. Pigment 
Yellow 74 and Pigment Yellow 98, 0.1-10% acidic resin such as acrylic resin, 0.05-20% 
polyethyleneimine, 1-60% solvent including polyhydric alcohol and ethanol, surfactant, and less 
than 20% conductivity agent. Hosoi et al. further disclose method of printing the ink onto 
substrate by ejecting the ink from printer onto the substrate (paragraphs 2, 55, 61, 66-69, 72, 83, 
86, 94, 96-98, and 112). 

The difference between Hosoi et al. and the present claimed invention is the requirement 
in the claims of specific conductivity agent. 

Marshall et al., which is drawn to ink jet ink, disclose the use of 0.5-5% hydrophobic 
conductivity agent such as tetrabutylammonium tetrafluoroborate in order to impart sufficient 
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conductivity to the ink so that ink droplets can be directed as desired from ink jet printer to 
substrate (col. 1, lines 19-20 and col.4, lines 43-44 and 52). 

In light of the motivation for using hydrophobic conductivity agent disclosed by Marshall 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use such conductivity agent in the ink of Hosoi et al. in order to produce ink jet ink with 
conductivity sufficient for printing, and thereby arrive at the claimed invention. 

12. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hosoi et al. in 
view of Marshall et al. as applied to claims 1-3, 5, 7, 12-15, 17-22, and 25-26 above, and further 
in view of Santilli et al. (U.S. 5,738,716). 

The difference between Hosoi et al. in view of Marshall et al. and the present claimed 
invention is the requirement in the claims of Pigment Yellow 139. 

Hosoi et al. disclose the use of opaque pigments including Pigment Yellow 74, however, 
there is no disclosure of Pigment Yellow 139. 

Santilli et al, which is drawn to ink jet inks, disclose the use of Pigment Yellow 139 in 
order to produce ink with desired color wherein the pigment does not release toxic byproduct 
when it degrades. Further, Santilli et al. disclose the equivalence and interchangeability of 
Pigment Yellow 74, as disclosed by Hosoi et al, with Pigment Yellow 139 as presently claimed 
(col2, lines 1-7), 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use Pigment Yellow 139 in the ink jet ink of Hosoi et al. in order to produce yellow ink, 
and thereby arrive at the claimed invention. 
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13. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hosoi et al. in 
view of Marshall et al. as applied to claims 1-3, 5, 7, 12-15, 17-22, and 25-26 above, and further 
in view of Zhu et al. '933 (U.S. 6,221,933) 

The difference between Hosoi et al. in view of Marshall et al. and the present claimed 
invention is the requirement in the claims of specific organic solvent. 

Zhu et al. '933, which is drawn to Inkjet ink, disclose the use of methyl ethyl ketone in 
order to improve ink stability and inhibit gel formation (col.4, lines 51-57 and 64-67). 

In light of the motivation for using methyl ethyl ketone disclosed by Zhu et al. '933 as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
methyl ethyl ketone in the ink jet ink of Hosoi et al. in order to produce stable ink, and thereby 
arrive at the claimed invention. 

14. Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hosoi et al. 
in view of Marshall et al. as applied to claims 1-3, 5, 7, 12-15, 17-22, and 25-26 above, and 
further in view of Mead et al. (U.S. 5,596,027). 

The difference between Hosoi et al. in view of Marshall et al. and the present claimed 
invention is the requirement in the claims of specific acidic resin. 

Mead et al., which is drawn to ink jet ink, disclose the use of acidic resin with acid 
number of 100-300 such as styrene/a-methylstyrene/acrylic acid copolymer in order to produce 
water resistant image (col. 10, lines 21-24 and coll 1, lines 16-19). 

In light of the motivation for using specific acidic resin disclosed by Mead et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
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styrene/a-methylstyrene/acrylic acid copolymer in the ink jet ink of Hosoi et al. in order to 
produce ink that produces water resistant images, and thereby arrive at the claimed invention. 

15. Claims 1-3, 5-15, 17, and 20-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable overZhu et al '933 (U.S. 6,221,933) in view of Mead et al, (U.S. 5,596,027) and 
Zhu et al. '878 (U.S. 2004/01 10868). 

Zhu et al. '933 disclose ink jet ink comprising up to 95% organic solvent including 
ketones such as methyl ethyl ketone, amides, lower alcohols such as ethanol, ethers, and esters, 
0.01-5% polyamine such as polyethyleneimine, 1-10% pigment, 3-30% acidic resin having acid 
number of 10-250 such as acrylic resin. The acidic resin includes those known under the 
tradename Joncryl 586 and Joncryl 683 which are well known, as found in Mead et al. (col. 1 1, 
lines 17-19), as styrene/a-methylstyrene/acrylic acid copolymers. Further, for specific types of 
pigments, Zhu et al. refers to Mead et al. which discloses the use of opaque pigments such as 
titanium dioxide and other organic pigments (col.7, lines 8-39). Zhu et al. '933 further disclose 
method of printing the ink onto substrate such as glass by ejecting the ink from printer onto the 
substrate (coll, lines 10-12 and 17-24, col.3, lines 32-34, col.4, lines 51-65, col.5, lines 1-13 and 
35, col.7, lines 9-16, 32-33, 41, and 46-49, col.8, lines 23-25 and 41, col.9, lines 1, 45-47, and 
55-60). 

The difference between Zhu et al. '933 and the present claimed invention is the 
requirement in the claims of hydrophobic conductivity agent. 
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Zhu et al '878, which is drawn to ink jet ink, disclose the use of less than 5% 
hydrophobic conductivity agent such as tetrabutylammonium hexafluorophosphate (paragraphs 
14 and 24) in order to impart sufficient conductivity to the ink. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use hydrophobic conductivity agent in the ink of Zhu et al. '933 in order to produce ink jet 
ink with conductivity sufficient for printing, and thereby arrive at the claimed invention. 

16, Claim 4 is rejected under 35 U.S.C, 103(a) as being unpatentable over Zhu et al. '933 in 
view of Mead et al. and Zhu et al '878 as appUed to claims 1-3, 5-15, 17, and 20-26 above, and 
further in view of Wu et al. (U.S. 2003/0144375). 

The difference between Zhu et al. '933 in view of Mead et al. and Zhu et al. '878 and the 
present claimed invention is the requirement in the claims of Pigment Yellow 139. 

Zhu et al. '933 disclose the use of opaque pigments including white pigment such as 
titanium dioxide. 

Wu et al, which is drawn to ink jet inks, disclose the use of Pigment Yellow 139 in order 
to produce ink with desired color. Further, Wu et al. disclose the equivalence and 
interchangeability of white pigment such as titanium dioxide, as disclosed by Zhu et al., with 
Pigment Yellow 139 as presently claimed (paragraphs 137-138). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use Pigment Yellow 139 in the Inkjet ink of Zhu et al. '933 in order to produce yellow ink, 
and thereby arrive at the claimed invention. 
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17. Claims 1-3, 5, 7, 12-22, and 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hosoi et al. (U.S. 2003/022753 1) in view of Zhu et al. '878 (U.S. 
2004/0110868). 

Hosoi et al. disclose ink jet ink comprising water, 0,5-20% opaque pigment, i.e. Pigment 
Yellow 74 and Pigment Yellow 98, 0. 1-10% acidic resin such as acrylic resin, 0.05-20% 
polyethyleneimine, 1-60% solvent including polyhydric alcohol and ethanol, surfactant, and less 
than 20% conductivity agent. Hosoi et al. further disclose method of printing the ink onto 
substrate by ejecting the ink from printer onto the substrate (paragraphs 2, 55, 61, 66-69, 72, 83, 
86, 94, 96-98, and 112). 

The difference between Hosoi et al. and the present claimed invention is the requirement 
in the claims of specific conductivity agent. 

Zhu et al. '878, which is drawn to ink jet ink, disclose the use of less than 5% 
hydrophobic conductivity agent such as tetrabutylammonium hexafluorophosphate (paragraphs 
14 and 24) in order to impart sufficient conductivity to the ink. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use hydrophobic conductivity agent in the ink of Hosoi et al. in order to produce ink jet ink 
with conductivity sufficient for printing, and thereby arrive at the claimed invention. 

18. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hosoi et al. in 
view of Zhu et al, '878 as applied to claims 1-3, 5, 7, 12-22, and 25-26 above, and further in 
view of Santilli et al. (U.S. 5,738,716). 
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The difference between Hosoi et al. in view of Zhu et al. '878 and the present claimed 
invention is the requirement in the claims of Pigment Yellow 139. 

Hosoi et al. disclose the use of opaque pigments including Pigment Yellow 74, however, 
there is no disclosure of Pigment Yellow 139. 

SantiUi et al., which is drawn to ink jet inks, disclose the use of Pigment Yellow 139 in 
order to produce ink with desired color wherein the pigment does not release toxic byproduct 
when it degrades. Further, SantiUi et al. disclose the equivalence and interchangeability of 
Pigment Yellow 74, as disclosed by Hosoi et al, with Pigment Yellow 139 as presently claimed 
(col. 2, lines 1-7). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use Pigment Yellow 139 in the ink jet ink of Hosoi et al. in order to produce yellow ink, 
and thereby arrive at the claimed invention. 

19. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hosoi et al. in 
view of Zhu et al. '878 as applied to claims 1-3, 5, 7, 12-22, and 25-26 above, and further in 
view of Zhu et al. '933 (U.S. 6,221,933) 

The difference between Hosoi et al. in view of Zhu et al. '878 and the present claimed 
invention is the requirement in the claims of specific organic solvent. 

Zhu et al. '933, which is drawn to ink jet ink, disclose the use of methyl ethyl ketone in 
order to improve ink stability and inhibit gel formation (col.4, lines 51-57 and 64-67). 

In light of the motivation for using methyl ethyl ketone disclosed by Zhu et al. '933 as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
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methyl ethyl ketone in the ink jet ink of Hosoi et al. in order to produce stable ink, and thereby 
arrive at the claimed invention. 

20. Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hosoi et al. 
in view of Zhu et al. '878 as appUed to claims 1-3, 5, 7, 12-22, and 25-26 above, and further in 
view of Mead et al. (U.S. 5,596,027). 

The difference between Hosoi et al. in view of Zhu et al. *878 and the present claimed 
invention is the requirement in the claims of specific acidic resin. 

Mead et al, which is drawn to ink jet ink, disclose the use of acidic resin with acid 
number of 100-300 such as styrene/a-methylstyrene/acrylic acid copolymer in order to produce 
water resistant image (col. 10, lines 21-24 and coll 1, lines 16-19). 

In light of the motivation for using specific acidic resin disclosed by Mead et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
styrene/a-methylstyrene/acrylic acid copolymer in the ink jet ink of Hosoi et al. in order to 
produce ink that produces water resistant images, and thereby arrive at the claimed invention. 

Response to Arguments 

21. All outstanding rejections are overcome by applicants' amendment filed 10/12/05. 
However, given that Marshall et al. is still utilized against the present claims, a response to 
applicants' arguments regarding this reference is set forth below. 



Application Number: 1 0/692,9 1 7 Page 1 9 

Art Unit: 1714 



Applicants' argue that Marshall et al. teaches away from the presently claimed invention, 
i.e. against the use of methyl ethyl ketone or large amounts of organic solvent. 

However, firstly, it is noted that with the exception of claims 20 and 25 which require 
amounts of organic solvent of about 40 to about 90% and about 60 to about 80%, respectively, 
and claim 6 which requires the use of methyl ethyl ketone, there is no requirement in the present 
claims that the ink comprise methyl ethyl ketone or large amounts of solvent. Claims 1-5, 7-19, 
and 21-24 only require that the ink comprises organic solvent which can encompass any type or 
amount of solvent. 

Further, while it is agreed that Marshall et al. teaches that the ink comprises no methanol, 
ethanol, methyl ethyl ketone, or other such low molecular weight solvents, note that Marshall et 
al. is used as teaching reference, and therefore, it is not necessary for this secondary reference to 
contain all the features of the presently claimed invention, In re Nievelt, 482 F.2d 965, 179 
USPQ 224, 226 (CCPA 1973), In re Keller 624 R2d413, 208 USPQ 871, 881 (CCPA 1981). 
Rather this reference teaches a certain concept, namely, the use of conductivity agents in ink jet 
inks in order that the ink possess sufficient conductivity so that the ink droplets can be directed 
as desired from ink jet printer to substrate, and in combination with the primary reference, 
discloses the presently claimed invention. Marshall et al. is not used for its teaching of solvent. 
This is ak-eady disclosed by Zhu et al. '933 or Hosoi et al. Further, it is significant to note that 
Marshall et al. disclose that the conductivity agents are those used in "conventional" Inkjet 
formulations. 
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22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123, The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll-free). 




Callie E, Shosho 
Primary Examiner 
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